I United States Rvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 

United States Potent and Trademark OfZice 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 

WW w . u spto , gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/219,121 



12/23/1998 



HIROSHI TANAKA 



2091-0182P-S 



2219 



7590 



04/09/2003 



BIRCH STEWART KOLASCH & BIRCH 
P O BOX 747 

FALLS CHURCH, VA 22040-0747 



EXAMINER 



ROSENDALE, MATTHEW L 



ART UNIT 



PAPER NUMBER 



2612 

DATE MAILED: 04/09/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/219,121 



Examiner 

Matthew L Rosendale 



Applicant(s) 

TANAKA, HIROSHI 



Art Unit 

2612 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wrill be considered timely. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )n Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)K This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-7 and 9-14 is/are rejected. 

7) |Ei Claim(s) 8,15 and 16 Is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification Is objected to by the Examiner. 

10) S The drawing(s) filed on 23 December 1998 is/are: a)S accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) 0 The proposed drawing correction filed on is: a)\Z\ approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

bMAW b)n Some*c)n None of: 

1 ,M Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) n The translation of the foreign language provisional application has been received. 

1 5) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121 . 
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DETAILED ACTION 



Specification 

The disclosure is objected to because of the following informalities: The list of claims 
must appear on a separate sheet. 

Appropriate correction is required. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Allen in view of 



Referring to claim 4, Allen discloses an order receiving apparatus 34 in figure 1 
comprising a data reading means being a wireless transceiver for receiving image and order data 
from the recording medium 22 of the camera that has been transmitted to the order-receiving unit 
by the wireless transceiver 32 of the camera. The central processing unit 37 of the order 
receiving unit 34 certifies whether or not order instructions have been received, and instructs the 
various output devices of the order receiving apparatus 34 such as the printer 42 and removable 
media recording device 48 to operate according to the certified print instructions. 



Claim Rejections - 35 USC § 103 



Walker. 



Application/Control Number: 09/2 19,121 Page 3 

Art Unit: 2612 

Allen does not disclose that the certifying means certifies order information by 
determining whether or not data representing that the user has confirmed the data is present with 
the order information. However, Walker discloses a method of capturing electronic order 
information and generating an order code otherwise known as an order confirmation nimiber or 
purchase number, when the user confirms an order by transmitting it to an order fulfilhnent 
center. The order confirmation number of Walker is sent to the user as confirmation that the 
order has been received and is stored along with the order, as shown in figure 2B, as a unique 
identifier allowing the user to track an order by presenting the tracking number to the merchant 
(Col. 6, Lines 33 - 46 and Col. 10, Lines 15 - 24), 

Therefore it would have been obvious to use the confirmation order number of Walker 
with the camera/printer system of Allen so the user can receive confirmation from the fulfillment 
center that the order has been received and so that orders may be tracked to ensure they are 
completed, on time and correctly. 

2. Claims 1 - 3, 5 - 7, and 10 - 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Allen in view of Inoue in further view of Walker. 

Referring to claim 1, Allen discloses an order processing method used in an image output 
service comprising a digital camera 10 in figure 1 that allows the user to capture an image and 
input print specifying information by speaking into a microphone 24 located on the camera and 
having the user's voice commands interpreted by a processing unit 29. The voice commands are 
certified when the user inputs the verbal command "Transmit" shown in Table 1 column 3, line 
55 - column 4, line 13. When the user inputs the "Transmit command, the image file is then 
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transmitted to the image fulfillment server for printing by the printer 42 automatically, according 
to the print instructions stored in the image file header. 

Allen does not record order confirmation data in the image file header when the 
"Transmit" command is input by the user. However, Walker discloses a method of capturing 
electronic order information and generating an order code otherwise known as an order 
confirmation number or purchase number, when the user confirms an order by transmitting it to 
an order fiilfiUment center. The order confirmation number of Walker is sent to the user as 
confirmation that the order has been received and is stored along with the order, as shown in 
figure 2B, as a unique identifier allowing the user to track an order by presenting the tracking 
number to the merchant (Col. 6, Lines 33 - 46 and Col. 10, Lines 15 - 24). 

Therefore it would have been obvious to use the confirmation order number of Walker 
with the camera/printer system of Allen and Inoue so the user can receive confirmation from the 
fiilfilhnent center that the order has been received and so that orders may be tracked to ensure 
they are completed, on time and correctly. 

Allen also discloses a viewfinder to use while capturing an image, but does not show a 
means for confirming order content by displaying the image data and corresponding print and 
order data using the viewfinder or another display device to certify the print order information. 
However this feature is well known as taught by Inoue. Inoue discloses in figure 7 that the 
digital image data can be displayed along with the print specifying information so the user can 
confirm and specify print information. 

Therefore it would have been obvious to disclose the display means of Inoue with the 
image capture and print specifying system of Allen to provide a means of displaying the image 
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and print data to confirm by the user that both the image and print data are correct before the data 
is sent for processing. 

3. Referring to claim 2, Allen discloses an order processing method used in an image output 
service comprising a digital camera 10 in figure 1 that allows the user to capture an image and 
input print specifying information by speaking into a microphone 24 located on the camera and 
having the user's voice commands interpreted by a processing unit 29. The voice commands are 
certified when the user inputs the verbal command "Transmit" shown in Table 1 column 3, line 
55 - column 4, line 13. When the user inputs the "Transmit" command, the image file is then 
transmitted to the image fulfillment server for printing by the printer 42 automatically, according 
to the print instructions stored in the image file header. 

Allen does not record order confirmation data in the image file header when the 
"Transmit" command is input by the user. However, Walker discloses a method of capturing 
electronic order information and generating an order code otherwise knovm as an order 
confirmation number or purchase number, when the user confirms an order by transmitting it to 
an order fulfillment center. The order confirmation number of Walker is sent to the user as 
confirmation that the order has been received and is stored along with the order, as shown in 
figure 2B, as a unique identifier allowing the user to track an order by presenting the tracking 
number to the merchant (Col. 6, Lines 33 - 46 and Col. 10, Lines 15 - 24). 

Therefore it would have been obvious to use the confirmafion order number of Walker 
with the camera/printer system of Allen and Inoue so the user can receive confirmation from the 
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fiilfillment center that the order has been received and so that orders may be tracked to ensure 
they are completed, on time and correctly. 

Allen also discloses a viewfinder to use while capturing an image, but does not show a 
means for confirming order content by displaying the image data and corresponding print and 
order data using the viewfinder or another display device to certify the print order information. 
However this feature is well known as taught by Inoue. Inoue discloses in figure 7 that the 
digital image data can be displayed along with the print specifying information so the user can 
confirm and specify print information. 

Therefore it would have been obvious to disclose the display means of Inoue with the 
image capture and print specifying system of Allen to provide a means of displaying the image 
and print data to confirm by the user that both the image and print data are correct before the data 
is sent for processing. 

4. Referring to claim 3, Allen discloses an order processing method used in an image output 
service comprising a digital camera 10 in figure 1 that allows the user to capture an image and 
input print specifying information by speaking into a microphone 24 located on the camera and 
having the user's voice commands interpreted by a processing unit 29. The voice commands are 
certified when the user inputs the verbal command "Transmit" shown in Table 1 column 3, line 
55 - column 4, line 13. When the user inputs the "Transmit" command, the image file is then 
transmitted to the image fulfillment server for printing by the printer 42 automatically, according 
to the print instructions stored in the image file header. 
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Allen does not record order confirmation data in the image file header when the 
"Transmit" command is input by the user. However, Walker discloses a method of capturing 
electronic order information and generating an order code otherwise known as an order 
confirmation number or purchase number, when the user confirms an order by transmitting it to 
an order fulfillment center. The order confirmation number of Walker is sent to the user as 
confirmation that the order has been received and is stored along with the order, as shown in 
figure 2B, as a unique identifier allowing the user to track an order by presenting the tracking 
number to the merchant (Col. 6, Lines 33 - 46 and Col. 10, Lines 15 - 24). 

Therefore it would have been obvious to use the confirmation order number of Walker 
with the camera/printer system of Allen and Inoue so the user can receive confirmation fi-om the 
fiilfillment center that the order has been received and so that orders may be tracked to ensure 
they are completed, on time and correctly. 

Allen also discloses a viewfinder to use while capturing an image, but does not show a 
means for confirming order content by displaying the image data and corresponding print and 
order data using the viewfinder or another display device to certify the print order information. 
However this feature is well known as taught by Inoue. Inoue discloses in figure 7 that the 
digital image data can be displayed along with the print specifying information so the user can 
confirm and specify print information. 

Therefore it would have been obvious to disclose the display means of Inoue with the 
image capture and print specifying system of Allen to provide a means of displaying the image 
and print data to confirm by the user that both the image and print data are correct before the data 
is sent for processing. 
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5. Referring to claim 5, Allen discloses a digital camera 10 in figure 1 that allows the user to 
capture an image and input print specifying information by speaking into a microphone 24 
located on the camera and having the user's voice commands interpreted by a processing unit 29. 
The voice commands are certified when the user inputs the verbal command "Transmit" shovra 
in Table 1 column 3, line 55 - column 4, line 13. When the user inputs the "Transmit" 
command, the image file is then transmitted to the image fulfillment server for printing by the 
printer 42 automatically, according to the print instructions stored in the image file header. 

Allen does not record order confirmation data in the image file header when the 
"Transmit" command is input by the user. However, Walker discloses a method of capturing 
electronic order information and generating an order code otherwise known as an order 
confirmation number or purchase number, when the user confirms an order by transmitting it to 
an order fulfillment center. The order confirmation number of Walker is sent to the user as 
confirmation that the order has been received and is stored along with the order, as shown in 
figure 2B, as a unique identifier allowing the user to track an order by presenting the tracking 
number to the merchant (Col. 6, Lines 33 - 46 and Col. 10, Lines 15 - 24). 

Therefore it would have been obvious to use the confirmation order number of Walker 
with the camera/printer system of Allen and Inoue so the user can receive confirmation fi-om the 
fulfillment center that the order has been received and so that orders may be tracked to ensure 
they are completed, on time and correctly. 

Allen also discloses a viewfinder to use while capturing an image, but does not show a 
means for confirming order content by displaying the image data and corresponding print and 
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order data using the viewfinder or another display device to certify the print order information. 
However this feature is well known as taught by Inoue. Inoue discloses in figure 7 that the 
digital image data can be displayed along with the print specifying information so the user can 
confirm and specify print information. 

Therefore it would have been obvious to disclose the display means of Inoue with the 
image capture and print specifying system of Allen to provide a means of displaying the image 
and print data to confirm by the user that both the image and print data are correct before the data 
is sent for processing. 

6. Referring to claim 6, Allen discloses a verbal command "Erase" Hsted in Table 1 (Col. 3, 
Line 55 - Col. 4, Line 13) that deletes an image file, including the header file of the image data 
containing the print order instructions thereby canceling the order, when input to the voice 
recognition module 30 by the user. 

7. Referring to claim 7, Allen discloses a verbal command "Erase" listed in Table 1 (Col. 3, 
Line 55 - Col. 4, Line 13) that deletes an image file, including the header file of the image data 
containing the print order instructions thereby canceling the order, when input to the voice 
recognition module 30 by the user. If the user captures one image to memory and generates 
order instructions for that image, then deletes that image file, the user is deleting all image data 
that output of which has been instructed along with the order information stored in the image 
header file. 
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8. Referring to claim 10, Allen does not record order confirmation data in the form of a date 
to be stored in the image file header when the "Transmit" command is input by the user. 
However, storing an order confirmation date is well known as taught by Walker. Along with an 
order confirmation code 48 in figure 2B, Walker also records an order date 54 representing the 
date at which payment for the order has been received (CoL 6, Lines 33 - 46). 

Storing an order date as another confirmation code is usefiil as a means to provide 
confirmation to the user and the merchant that payment has been received to avoid any billing 
disputes. Therefore it would have been obvious to store a confirmation date with the order 
information of Allen so as to provide proof of payment to the user and the image fiilfiUment 
center. 

9. Referring to claim 11, Allen does not record order confirmation data in the form of a 
code to be stored in the image file header when the "Transmit" command is input by the user. 
However, Walker discloses a method of capturing electronic order information and generating an 
order code otherwise known as an order confirmation number or purchase number, when the user 
confirms an order by transmitting it to an order fiilfiUment center. The order confirmation 
number of Walker is sent to the user as confirmation that the order has been received and is 
stored along with the order, as shown in figure 2B, as a unique identifier allowing the user to 
track an order by presenting the tracking number to the merchant (Col. 6, Lines 33 - 46 and CoL 

10. Lines 15-24). 

Therefore it would have been obvious to use the confirmation order number of 
Walker with the camera/printer system of Allen and Inoue so the user can receive confirmation 
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from the fulfillment center that the order has been received and so that orders may be tracked to 
ensure they are completed, on time and correctly. 

10. Referring to claim 12, Allen discloses that images are recorded as image files in the 
camera's memory 22. Order information is generated when the user inputs verbal commands as 
listed in table 1 of column 3, line 55 to column 4, line 13, into the voice recognition module 30 
of the camera in figure 1. Verbal commands are interpreted and append in the image file header 
as order information to be carried out by the image fialfiUment center (Col. 4, Line 14 - Col. 5, 
Line 18). 

1 1 . Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Allen in 
view of Inoue in fiirther view of Walker in fiirther Slotznick. 

Referring to claim 13, Walker discloses an electronic order system that allows a user to 
submit electronic orders to a fiilfilknent center. Walker does not specifically disclose an urging 
means for carrying out a display prompting an order confirmation. However, Slotznick discloses 
an electronic order system with a graphic interface comprising an order confirmation means. 
Figures 4, 6 and 7 of Slotznick show an order screen where a user selects details of the items 
being ordered, shipping information, billing information, etc. In the bottom middle portion of 
the order window, an urging means is provided and labeled, "Save This Order", prompting the 
user to confirm the order information input on the order screen. 
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Therefore it would have been obvious to display an urging means at shown by Slotznick 
on the camera display of the camera/printer system of Allen and Inoue and the order 
confirmation system of Walker to provide a means for the user to confirm their order. 

12. Referring to claim 14, Slotznick discloses a display message in figures 6 and 7 urging the 
user to confirm order information output on a display monitor. Therefore it would have been 
obvious to display an urging means at shown by Slotznick on the camera display of the 
camera/printer system of Allen and Inoue to provide a means of confirming when an order has 
been completed by the user. 

13. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Allen in view of 
Inoue in further view of Walker in further view of Mathers. 

Referring to claim 9, the voice commands of Allen are certified when the user inputs the 
verbal command "Transmif shown in Table 1 column 3, line 55 - column 4, line 13. When the 
user inputs the "Transmit" command, the image file is then transmitted to the image fulfilhnent 
server for printing by the printer 42 automatically, according to the print instructions stored in 
the image file header. 

When the camera system of Allen confirms an order, it is not specified that the read/write 
property of the image file is set to read-only. However, Mathers teaches that important data 
stored in a media may be protected by being set to read-only so as to maintain data integrity 
(Col. 4, Lines 20-30). As with the camera of Allen, once a user confirms the image and print 
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data, the user is acknowledging that all information is correct and the file no longer needs to be 
appended. 

As a way of protecting the user's order, it would have been obvious to set the image file 
to read-only as taught by Mathers, when the order has been confirmed by the user, so as to 
maintain the data integrity of the user's order so as to avoid incorrect orders due to unauthorized 
or accidental changes in the order file of the image file. 

Claim Objections 

Claims 8, 15, and 16 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Referring to claim 8, the prior art fails to show a certifying means that certifies an order 
by setting a hidden property of the order file to visible. 

Referring to claim 15, the prior art fails to show displaying the operation urging message 
for a predetermined period after an operation to switch off the power to the digital camera, then 
switches the power off after the predetermined period of time elapses. 

Referring to claim 16, the prior art fails to show an operation urging means carrying out 
the display of the order confirmation prompt when the recording medium is pulled out fi-om the 
body of the digital camera. 



Conclusion 
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The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Ohtsuka discloses a camera/printer system that allows a user to specify order information 
for captured imaged in the camera and prompts the user to confirm such an order. When the user 
confirms the order, a flag bit is changed from 0 to 1 denoting in memory that the order has been 
confirmed. 

Fredlund discloses a print order system where a user captures electronic images and 
specifies print order information to be transmitted to an image fulfillment center along with the 
image data so that pictures are automatically reproduced based on the order information input by 
the user. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Matthew L Rosendale whose telephone number is (703) 305- 
4909. The examiner can normally be reached on Monday - Thursday 8: OOam-6: 00pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Wendy Garber can be reached on (703) 305-4929. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9314 for regular 
communications and (703) 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to customer service whose telephone number is (703) 306-0377. 
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